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DETAILED ACTION 

This action is responsive to the papers filed 7/6/2007. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-3, 24-33 are rejected under 35 U.S.C. 101 because the claimed invention is 

directed to non-statutory subject matter. Claims 1 and 26 each set forth system 

(apparatus) claims, yet they each positively include at least a "merchant" which is taken 

to represent a human being. See MPEP 2105. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-3, 24-33 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 

■ Claims 1-3 are directed to a system (apparatus), yet the claims include what 
appear to be method steps. 

■ Claims 1-3, 24-33 are system (apparatus) claims, yet they include many 
features which are presented as method steps rather than capabilities, 
rendering the claim scope uncertain. In these computer-based system 



Application/Control Number: 09/91 5,691 Page 3 

Art Unit: 3622 

claims, the best way to set forth apparatus structure is to claim capabilities of 
the apparatus by stating an element/module/subsystem is programmed to 
<perform an act> OR is configured to <perform an act>, rather than claiming 
the element actively performs the act. Some examples: 
o Claim 1 , "a coupon service provider... to accept... to create" is unclear. Is 
this merely intended use? What structure is positively being claimed that 
is capable of accepting and creating? Applicant should claim a portion of 
the system apparatus which is programmed with the capability to accept 
parameters and the capability to create coupons with the accepted 
parameters. 

o Claim 1 , "may be transmitted", "to receive tender", "for determination", "to 
convey... and receive", each are unclear. 

o Claim 2, "may be calculated" - it is unclear what structure is claimed which 
is programmed with such a capability(ies). 

o Claim 26, coupon service provider "serving", "may be delivered", 
"generating coupon parameters", "may provide said generated coupon 
parameters", "may tender", "approval may be conveyed" - it is unclear 
what structure is claimed which is programmed with such a capability(ies). 

o Claim 32 apparently claims the "structure" of an acknowledgement itself 
rather than the portion of the apparatus capable of generating and/or 
transmitting such acknowledgment - it is unclear what structure is claimed 
which is programmed with such a capability(ies). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. . 

Claims 1-3, 24-33 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Begum et al (5,420,606) in view of Faikowski (5,905,246). 

Regarding claims 1-3, 26, 33, Begum et al discloses a system for delivering and 
redeeming coupons wirelessly. Figure 1 is representative of the system, but note that 
systems controller (50) is described as being connected by an outside communications 
link (such as a modem) to a coupon redemption center so that editing, accounting and 
monitoring can be done remotely with a regional or national center where promotionals 
are solicited and created [col 3: lines 35-43]. The coupons of Begum et al are therefore 
taken to be created/generated at the remote coupon redemption center (which is not 
depicted in figure 1). The systems controller (50) communicates periodically with the 
coupon redemption center so that the coupon crediting and accounting can be 
accomplished remotely [5: 31-39]. It is not explicitly disclosed that the "regional or 
national network" is the Internet. However, Faikowski discloses a similar system for 
delivering and redeeming electronic coupons which transmits the coupons over a public 
wide area network, such as the Internet, to a coupon card (smart card) and receives the 
redeemed coupons from a plurality of merchant computers (col 5, lines 15-17; col 6, 
lines 20-26; and col 29, lines 45-67). Therefore, it would have been obvious to one 
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having ordinary skill in the art at the time the invention as made to use a wide area 
network, such as the Internet, as the regional or national network in Begum . One of 
ordinary skill would recognize the Internet as a suitable and obvious alternative for the 
regional/national network link taught by Begum et al. Using the Internet for this required 
link would provide predictable success. One would have been motivated to use such an 
established wide area network in order to eliminate the need for the system owner to 
develop and field its own private regional or national wide area network, thus 
decreasing the cost to set up and run the system. The electronic coupons created and 
stored at the national center [3:42-43] possess parameters (such as pricing, product 
identity) are delivered via the national communications link (i.e. the obvious Internet link) 
to the store and wirelessly to a 2-way portable, wireless user device (14) [3:4-35]. In 
this manner, the coupon service provider is coupled to the Internet and a wireless 
network which is coupled to the user wireless device. The user can browse the 
coupons on the device and wirelessly tender them for redemption [2:18-30,4:43-63] 
which is taken to provide short range wireless communications [7:65-68]. The wireless 
counterpart at the POS redemption device is also taken to include an operable short- 
range wireless communication protocol. The POS device of Begum et al is capable of 
wirelessly receiving a tendered coupon and applying the discount when approved (a 
first validity); the transaction data is also delivered to the coupon redemption center 
[5:5-29], The POS device of Begum et al is therefore coupled to the coupon redemption 
center by way of the obvious Internet link as described above. Begum et al speaks of 
the coupons being manufacturer or distributor coupons [5:35-36], but does not teach the 
merchant being capable of generating coupon parameters which are sent to the coupon 
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service provider for distribution. Merchant coupons however are well known and one of 
ordinary skill would find it obvious for merchants to be capable of creating coupons and 
their associated parameters at the national coupon redemption center via the national 
communications link in the manner provided for manufacturer's and their coupons. This 
would enable merchants to encourage consumers to shop at their stores through the 
offering of merchant coupons, especially where the merchant sells merchant-branded 
products (such as the merchant's generically-branded foods). Begum et al does not 
necessarily teach that coupon approval is sent from the host (coupon redemption 
center) to the POS to approve the discount. However Faikowski discloses a similar 
system for delivering and redeeming electronic coupons which not only verifies the 
coupon data, but also discloses a fraud prevention method in which merchants can be 
placed on a suspend list so that "their coupons are no longer accepted for 
reimbursement" (col 3, lines 17-21). Therefore, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to refer to a centrally 
managed "suspend list" in order to validate (a second validity) the merchant for each 
attempt at coupon validation so that coupons from invalid merchants are "no longer" 
accepted. One would have been motivated to provide validation from the coupon 
central host in order to reduce the amount of fraud as discussed by both Begum and 
Faikowski . 

Regarding the "plurality of merchants" mentioned in the claim 26, applicant has 
not positively required POS (or other) apparatus associated with plural merchants. The 
claims appear to set forth a single merchant's POS system. Nonetheless, Begum et al 
teaches that the POS transaction data sent to the remote host includes store 
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identification [5:24] which suggests that the system is designed to manage coupons and 
transaction data concerning a plurality of uniquely identified merchants. Further, it is 
well known for a central host to manage a collection of merchants within a franchise 
chain and it would have been obvious to one of ordinary skill at the time of the invention 
to have serviced such a plurality of merchants with the system of Begum et 
al/Fajkowski. 

Regarding claims 24, 25, 27-30, Begum et al teaches the short-range wireless 
communications can be IR or RF [4:63-65], but does not teach the use of Bluetooth™. 
However, as applicant has pointed out Bluetooth™ is a well known and standardized 
short-range wireless technology and one of ordinary skill at the time of invention would 
have recognized that the alternative wireless communication could be accomplished 
with any well known protocol, including Bluetooth™, especially as it was commercially 
available at the time of the invention. Applicant in fact teaches that Bluetooth™ is not 
critical to the invention and the invention could be practiced with IR or RF [para 0011] or 
with standardized Bluetooth™ - in fact other (unnamed) technologies could also be 
used [para 0015]. 

Regarding claims 31, 32, Begum et al does not teach redemption approval 
acknowledgement sent to the wireless user device. However, Begum et al teaches that 
the user device may include messaging and prompting displayed to the user when 
coupons are available [6:17-31]. One of ordinary skill would find it obvious to also 
visually prompt the user not only about the status of newly discovered/available 
coupons as stated, but also as a confirmation for coupon redemption, in order to provide 
quality customer service and to avoid confusion whether tendered coupons are 
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accepted or not. Further when a tendered coupon is denied for some reason, it would 
have been obvious to one of ordinary skill at the time of the invention to have notified 
the user on his device of this fact, perhaps with an explanation. 

Claims 1-3, 24-33 are alternative rejected under 35 U.S.C. 103(a) as being 
unpatentable over Begum et al (5.420.606) in view of Faikowski (5,905,246) as 
described above and further in view of Jovicic et al (US5855007). 

While Begum et al/Fajkowski collectively render obvious the concept of sending a 
coupon redemption validation (i.e. redeeming merchant validation) from a remote host 

to the POS, Jovicic et al also teaches e-coupons that are redeemed at the POS. During 
redemption, the coupon and transaction information is sent to the centralized and 
remote Internet coupon host to validate the coupon [3:34-38, 1 1:13-37]. It would have 
been obvious to one of ordinary skill at the time of the invention to have contacted the 
coupon host on a per-transaction basis so that coupon validation can be made by the 
central authority in order to validate the coupons and to prevent fraudulent redemption 
on behalf either the consumer, merchant or both. 

Response to Arguments 

Applicant argues that the national link of Begum et al is not described as the 
Internet and there is no motivation to look for alternative solutions. KSR forecloses the 
argument that a specific teaching is required for a finding of obviousness (citing KSR, 
127 S.Ct. at 1741 ; 82 USPQ2d at 1396). See Board decision Ex parte Smith, 
USPQ2d~, slip op. at 20, (Bd. Pat. App. & Interf. June 25, 2007). The examiner has 
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laid out reasonable arguments why one of ordinary skill at the time of (applicant's) 
invention would consider trying the Internet as a predictably successfully alternative. 
Updating technology as time passes in general is not taken to be non-obvious, 
especially where success is predictable. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey D. Carlson whose telephone number is 571-272- 
6716. The examiner can normally be reached on Mon-Fri 8a-5:30p, (work from home 
on Thursdays). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571)272-6724. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Jeffrey D. Carlson 
Primary Examiner 
Art Unit 3622 
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